STATEMENT OF CONSIDERATIONS

REQUEST BY MODINE MANUFACTURING COMPANY FOR AN ADVANCE
WAIVER OF DOMESTIC AND FOREIGN PATENT RIGHTS UNDER A
SUBCONTRACT WITH VEHICLE PROJECTS, LLC UNDER DOE
COOPERATIVE AGREEMENT NO. DE-FC36-01G0O11095; W(A)-04-042;
CH-1207 '

The Petitioner, Modine Manufacturing Company (Modine), has requested a waiver of
domestic and foreign patent rights for all subject inventions made by its employees and its
wholly-owned subsidiaries’ employees arising from the above referenced cooperative
agreement entitled “Fuel Cell Mine Loader and Prototype Locomotive™. The Petitioner is a
subcontractor under the above-identified cooperative agreement with Vehicle Projects, LLC, a
domestic small business.

Under the cooperative agreement, Vehicle Projects, LLC is leading a teaming
arrangement to design and build an experimental fuel cell powered underground mining
machine. Under its subcontract, Modine will design and build the heat exchanger hardware for
the fuel cell powerplant being developed under the agreement.

The work under Modine’s subcontract is expected to take place over a period of 22
months at a total cost of $163,222. Modine is obligated to cost share $81,611, or 50 percent, of
the total cost of the subcontract.

Referring to items 4-8 of Modine’s waiver petition, Modine has substantial experience
with heat and mass transfer systems, development of catalytic surfaces, and component
manufacturing for the fuel cell industry. This, coupled with Modine’s cost sharing, clearly
demonstrates the likelihood that Modine will continue development and commercialization of the
results of the agreement.

Petitioner has agreed that this waiver shall be subject to the march-in and preference for
U.S. industry provisions, as well as the U.S. Government license, comparable to those set out
in 35 U.S.C. 202-204. Further, Petitioner has agreed that products embodying any waived
invention or produced through the use of any waived invention will be manufactured
substantially in the United States unless Petitioner can show to the satisfaction of DOE that it is
not commercially feasible to do so. Further, Petitioner has agreed that it will not license, assign
or otherwise transfer any waived invention to any entity unless that entity agrees to these same
requirements.

Referring to item 9 of the waiver petition, granting this waiver is not anticipated to have
any adverse impact on competition. There are currently numerous other entities developing
related fuel cell technologies. Thus, the success of this subcontract can be expected to
stimulate investment, not only in this technology, but also in other competing technologies as
well.

Considering the foregoing, it is believed that granting this waiver will provide Petitioner
with the necessary incentive to invest its resources in the commercialization of the results of the
agreement in a fashion which will make the technology available to the public in the shortest



practicable time. Therefore, upon evaluation of the waiver petition and in view of the objectives
and considerations set forth in 10 CFR Part 784, all of which have been considered, it is
recommended that the requested waiver be granted.
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Based upon the foregoing Statement of Considerations and representations in the
attached waiver petition, it is determined that the interests of the United States and the general
public will best be served by a waiver of patent rights of the scope described above, and
therefore the waiver is granted. This waiver will not apply to any modification or extension of the
contract, where through such modification or extension, the purpose, scope or cost of the

contract has been substantially altered.
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Steven G. Chalk, Director
Office of Hydrogen, Fuel Cells and Infra-
Structure Technologies Program, EE-2H
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Assistant General Counsel for Technology
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(t) U. S. COMPETITIVENESS

The Contractor agrees that any products embodying any waived invention or produced through
the use of any waived invention will be manufactured substantially in the United States unless
the Contractor can show to the satisfaction of the DOE that it is not commercially feasible to do
so. In the event the DOE agrees to foreign manufacture, there will be a requirement that the
Government's support of the technology be recognized in some appropriate manner, e.g.,
recoupment of the Government's investment, etc. The Contractor agrees that it will not license,
assign or otherwise transfer any waived invention to any entity unless that entity agrees to
these same requirements. Should the Contractor or other such entity receiving rights in the
invention undergo a change in ownership amounting to a controlling interest, then the waiver,
assignment, license, or other transfer of rights in the waived invention is suspended until
approved in writing by the DOE.



